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DETAILED ACTION 

Response to Preliminary Amendment 

1 . The Applicant's preliminary amendment filed on 06/03/2005 was entered. As the results, 
the original PCT claims 1-13 were cancelled, and new claims 14-23 had been added. Therefore, 
claims 14-23 are pending in this application at this point. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claim 23 is rejected under 35 U.S.C. 102(e) as being anticipated by Koskinen et al. (Pub. 
No.: us 2005/0271193). 

Regarding claim 23, Koskinen et al. ("Koskinen") teaches a Session Initiation Protocol 
(SIP) server for use in an IP Multimedia Core Network Subsystem of a communications system, 
the server comprising: 

means for causing SIP signaling, associated with a cost sharing negotiation between two 
or more user terminals coupled to the system, to be diverted through the server; and, 
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means for extracting agreed cost sharing data from the diverted signaling, and means for 
either allocating costs to one or more of the terminal users in accordance with this data or for 
providing information to another system node to allow that node to allocate costs (see paragraphs 
[0047] through [0057]). 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior 'art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 14-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over Andreas et 
al. (WO 2002/052832 A) as cited in the International Preliminary Examination Report) in 
view of Koskinen et al. (Pub. No.: us 2005/0271 193). 

Regarding claim 14, Andreas et al. ("Andreas") teaches a method of negotiating a cost 
sharing formula associated with a communications service between a plurality of participants 
(see page 3, 2nd paragraph, in combination with page 1, 2nd paragraph) 

- sending a message from a terminal used by a first of the participants to terminals, used 
by the or each other participants containing a cost sharing request (see in particular page 3, 3rd 
paragraph); and 

- at the or each other terminal receiving said message, processing the request using 
predefined cost sharing rules and/or receiving user inputs relating to the request (see page 3, 3rd 
paragraph), and sending a response message to first participant's terminal containing a result, 
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(see page 3, 3rd paragraph), 

- the participants being charged by the network(s) (see page 5, 2nd. paragraph) in 
accordance with the formula. 

It should be noticed that Andreas fails to clearly teach the features of: 

a) the method is based upon the Session Initiation-Protocol (SIP), and 

b) the step of configuring one or more-Session Initiation Protocol servers to intercept 
Session Initiation Protocol messages for the purpose of determining the negotiated cost sharing 
formula. 

However, Koskinen et al. ("Koskinen") teaches such features in paragraphs [0037]- 
[0038], [0040]-[0041] and [0047] through [0057]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the use of the features of a), and b). above, as taught by 
Koskinen into view of Andreas in order to provide the actual determined charge towards each 
party. 

Regarding claims 21 and 23, the same considerations as made for claim 1 above are also 
valid for independent claims 21 and 23, since these claims include the similar feature 
combination as claim 1 in terms of the corresponding terminal apparatus claim (claim 21) and 
the corresponding server apparatus claim (claim 23) 

Regarding claim 15-20, Andreas further teaches the limitations of the claims as 
followings: 

For claim 15, either calling or called party is permitted to start the service for reverse 
charging, the invocation principle being obviously also applicable for the negotiation: see page 3, 
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line 26 to page 4, line 12 and page 6, lines 1 to 7, represents simple design details which are 
generally known to the person skilled in the field of Multimedia services and its related charging. 

For claim 16, response to cost sharing proposal,: see page 3, 3rd paragraph. 

For claim 17, receiving terminal, proposes alternative or modified cost proposal: see page 
6, 3rd paragraph. 

For claim 18," three or more participants: implied by page 1, 2nd paragraph, and page 6, 
2 nd paragraph "bilateraler oder multilateraler Abkommen". 

For claim 19, time of negotiation: see page. 3, 2nd paragraph; for claim 7: 3GPP IP 
Multimedia Subsystem: implied by. Page 1., 2nd paragraph "Multimedia Session". 

For claim 20, a mobile wireless terminal being implied by the 3 GPP standard. 

regarding claim 22, Andreas further teaches limitations of the claim in paragraph [0032] 

6. Claims 14-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over Andreas et 
al. (WO 2002/052832 A) or Erisson Telefon AB LM (WO 00/38403 A) (hereinafter '"40r\ as 
cited in the International Preliminary Examination Report) in view of Brown et al. (Pub. No.: 
us 2003/01 14142). 

Regarding claim 14, Andreas et al. ("Andreas") teaches a method of negotiating a cost 
sharing formula associated with a communications service between a plurality of participants 
(see page 3, 2nd paragraph, in combination with page 1, 2nd paragraph) 

- sending a message from a terminal used by a first of the participants to terminals, used 
by the or each other participants containing a cost sharing request (see in particular page 3, 3rd 
paragraph); and 
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- at the or each other terminal receiving said message, processing the request using 
predefined cost sharing rules and/or receiving user inputs relating to the request (see page 3, 3rd 
paragraph), and sending a response message to first participant's terminal containing a result, 
(see page 3, 3rd paragraph), 

- the participants being charged by the network(s) (see page 5, 2nd. paragraph) in 
accordance with the formula. 

It should be noticed that Andreas fails to clearly teach the features of: 

a) the method is based upon the Session Initiation-Protocol (SIP), and 

b) the step of configuring one or more-Session Initiation Protocol servers to intercept 
Session Initiation Protocol messages for the purpose of determining the negotiated cost sharing 
formula. 

However, Brown et al. ("Brown") teaches such features in paragraphs [0062]-[0063], 
[0118]-[0119], [0122], [0149] and [0151]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the use of the features of a), and b). above, as taught by 
Brown into view of Andreas in order to provide the actual determined charge towards each party. 

Regarding claim 15-20, Andreas further teaches the limitations of the claims as 
followings: 

In combination with the features of any claim to which they refer, involve the subject- 
matter of said claims is either in principle derivable from the disclosure of Andreas reference 
(for claim 3: response to cost sharing proposal, see in particular page 3, 3rd paragraph, 3rd and 
4 th - sentences; for claim. 4; receiving terminal, proposes alternative or modified cost proposal: 
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see in particular page 6, 3rd paragraph; for claim 5" three or more participants: implied by page 
1, 2nd paragraph, 2nd sentence; and by page 6, 2 nd paragraph, last sentence "bilateraler oder 
multilateraler Abkommen"; for claim 6, time of negotiation: see in particular page. 3, 2nd 
paragraph, 2nd sentence [see also D2, page 6, lines I to 7]; for claim 7: 3GPP IP Multimedia 
Subsystem: implied by Page 1, 2nd paragraph "Multimedia Session"; for claim 9: a mobile 
wireless terminal being implied by the 3 GPP standard mentioned in Andreas) reference or of 
(for claim 2: either calling or called party is permitted to start the '403 reference) service for 
reverse charging, the invocation principle being obviously also applicable for the negotiation: see 
page 3, line 26 to page 4, line 12 and page 6, lines 1 to 7) represents simple design details which 
are generally known to the person skilled in the field of Multimedia services and its related 
charging. 

7. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Binh K. Tieu whose telephone number is (57 1 ) 272-75 1 0 and E- 

mail address: BINH.TIEU@USPTO.GOV . 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Mr. Curtis Kuntz, can be reached on (571) 272-7499 and IF PAPER HAS BEEN 

MISSED FROM THIS OFFICIAL ACTION PACKAGE, PLEASE CALL CUSTOMER 

SERVICE FOR THE SUBSTITUTIONS OR COPIES. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
Or faxed to: 

(571)273-8300 
Hand Carry Deliveries to: 



Application/Control Number: 10/537,223 
Art Unit: 2614 



Page 8 



Customer Service Window 
(Randolph Building) 
401 Dulany Street 
Alexandria, VA 22314 

In formation regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (FAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the FAIR 
system, see http://pair-direct.uspto.gov . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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